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REMARKS/ARGUMENTS 

Claims 1 -3, 5-6, and 9-1 3 remain in this application. Cl aims 4, 7, and 8 are 
cancelled, without prejudice. Claims 9-13 are new. 

Amendments: Lack of New Matter 

Applicant submits that the forgoing claim amendments do not introduce new 
matter into the present application. The features recited in the forgoing amendments are 
found in the present specification a$ follows. 

In claim 1 and claim 5, the use of prepolymer composition without solvent can be 
found in the present specification on p. 1 0, line 24. 

In new claims 9 and 1 1 , the exclusion of effective amount of photoinitiator is 
found in the present specification on p. 13, lines 1 -4. 

In new claims 10 and 12, the viscosity is found in the present specification on p. 
12, line 2. 

The feature in new claim 13 is found on p. 1 1, lines 19-20 of the present 
specification. 

Response to rejection of c laims 1-3 and 5-6 over Ono 

In the above-identified Office Action the Examiner rejected claims 1-3 and 5-8 
under 35 USC § 102(b) as being anticipated by USP 5,326,605 ("Ono"). 

Ono discloses a pressure sensitive adhesive that contains a polymer (that may be, 
for example, an unsaturated polyester resin) and a curable compound (col. 2, lines 55-64). 
Ono describes his pressure sensitive adhesive thus: "The product obtained has no 
flowability at normal temperature and had adequate tacky and cohesive force" (col. 3, 
lines 54-57). Ono further discloses that his pressure sensitive adhesive can be dissolved 
in toluene and that the solution thus formed can be "cast into a box* (col. 5, lines 28-30). 
Ono discloses that his pressure sensitive adhesives, when used without solvent, are 
applied using such means as the following: 
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• injection molding (col. 6, line 5), 

• punching a desired shape from a pre-foimed film (col. 6, lines 24-25), 

• worked with a kneader and formed into a sheet that "has tacky but no 
flowability" (col. 8, line 16), 

• worked with a kneader and a film extiuder (col. 8, line 36), 

• worked with a kneader and spread (col. 10, lines 10-1 1), and 

• molded into a stick that has "no flowability" (coL 1 0, line 39-41). 

In contrast to Ono's pressure sensitive adhesive, the prepolymer composition 
recited in currently amended claims 1 and 5 is known to be flowable, because it is 
capable of being applied using methods that require flowability (La, the methods of mil 
coating, rod coating, gravure, or Meyer bar). A person of ordinary skill in the art would 
recognize that the pressure sensitive adhesive taught by Ono would not, in the absence of 
solvent, be capable of being applied to substrate by any of the methods of roll coating, 
rod coating, gravure, or Meyer bar. Thus, Applicants submit that the prepolymer 
composition recited in currently amended claims 1 and 5 is a distinct material from the 
pressure sensitive adhesives taught by Ono. 

Consequently, Applicants submit that currently amended claims 1 and 5 are novel 
over Ono. Additionally, Applicants submit that present claims 2-3, 6, and 9-13, because 
they are dependent on one of currently amended claims 1 and 5, are also novel over Ono. 

Additionally, Ono does not disclose coating methods of roll coating, rod coating, 
gravure, or Meyer bar, while new claim 13 recites a method that employs one of those 
coating methods. Therefore, Applicants submit that the feature of coating method 
provides an additional reason why new claim 13 is novel over Ono. 

Response to rejection of claims 1-3 and 5-6 over Dc Poortere 

In the above-identified Office Action the Examiner rejected claims 1-3 and 5-6 
under 35 USC §1 02(b) as being anticipated by USP 4,134,814 ("De Poortere"). 

De Poortere discloses a photopolymerizable adhesive (col. 2, lines 66-67) that 
contains a halogenated polymer labeled (a), acrylic monomers labeled (b) and (c), and 
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photoinitiator labeled (d) (col. 3, lines 1-32). In De Pooitere's teaching, the polymer 
component "(a)" in bis adhesive is required to be halogenated. 

In contrast to the halogenated polymer taught by De Poortere, the polyester 
recited in currently amended claims 1 and 5 is the reaction product of specified reactants 
that include certain carboxylic acids and certain hydroxyl compounds. None of those 
specified reactants is halogenated. Therefore, the polyester recited in currently amended 
claims 1 and 5 is not a halogenated polymer. 

De Poortere discloses a comparative example that employs a non-halogenated 
saturated polyester with acidity of 0.03 meqH+/g (Example 4). The acidity of De 
Poortere's comparative polyester is much lower than the acidity of the polyester recited in 
currently amended claims 1 and 5, which has acid number of 2 mg KOH/g or greater. 
Therefore, the polyester polymer recited in currently amended claims 1 and 5 is different 
from the polyester polymer disclosed in De Poortere^ comparative example. 

Consequently, the compositions recited in currently amended claims 1 and 5 arc 
distinct from the compositions taught by De Poortere. Thus, Applicants submit that 
currently amended claims 1 and 5 are novel over De Poortere. 

Additionally, Applicants submit that present claims 2-3, 6, and 9-13, because they 
are dependent on one of currently amended claims 1 and 5, are also novel over De 
Poortere. 

Also, while De Poortere requires a photoinitiator, the compositions recited in new 
claims 9 and 1 1 exclude photoinitiators. Applicants submit that the exclusion of 
photoinitiator provides an additional reason why new claims 9 and 1 1 are novel over De 
Poortere. 

Conclusion 

In view of the foregoing amendments and arguments, Applicants respectfully 
request the Examiner to reexamine the claimed subject matter, to withdraw the rejections 
of the claimed subject matter, and to allow claims 1 -3, 5-6, and 9-13 at this time. If, 
however, there remain any open issues which the Examiner believes can be resolved by a 
telephone call, the Examiner is cordially invited to contact the undersigned agent 
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No fees are believed to be due in connection with the submission of this 
amendment; however, if any such fees, including petition or extension fees, are due, the 
Commissioner is hereby authorized to charge them, as well as to credit any 
overpayments, to Deposit Account No. 18-1850. 



Respectfully Submitted, 



Rohm and Haas Company 
Independence Mall West 
Philadelphia, PA 19106-2399 



Date: November 1, 2006 




Carl P. Hemenway 
Agent for Applicants 
Registration No. 51,798 
Tel: 215-619-5242 
Fax: 215-619-1672 
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